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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on 07 November 2005 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 14 October 2003 is/are: a)I3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0. 
a)E3 All b)D Some * c)D None of: 

1 .(3 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) O Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date r 6) □ Other: . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper No./Mail Date 01 06 
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DETAILED ACTION 

The rejection of claims 1-21 under the judicially created doctrine of 
obviousness-type double patenting was erroneous. The claims being rejected are 
claims 1-13, the only claims pending in the application. 


Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 . 1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 


Claims 1-13 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 -9 of copending 
Application No. 10/726,379 in view of Guerin et al. The application to Guerin et al 
claims a composite that may embrace more than one, "optionally hydrogenated, nitrile 
rubber polymer" wherein the claimed nitrile rubber may have a Mooney viscosity that 
embraces the limitation of "below 10," as recited in the instant claims. The patent to 
Guerin et al teaches the production of "hydrogenated nitrile rubber polymers" having 
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Mooney viscosities "in the range of from 3 to 50." The employment of nitrile rubbers in 
mixture is taught in the application to Guerin et al at paragraph [0003]. Further, note the 
uses disclosed for nitrile rubbers at paragraph [0002], which would embrace those 
recited and claimed. 

This is a provisional obviousness-type double patenting rejection. 


Response to Arguments 

Applicant's arguments filed 7 November 2005 have been fully considered but 
they are not persuasive. 

Applicants assert that "as both applicants (sic) are pending, any action by Applicants 
with regard to this provisional rejection is premature and under MPEP § 804(I)(B) "If the 
'provisional' double patenting rejection in the one application is the only rejection 
remaining in that application, the examiner should then withdraw that rejection and 
permit the application to issues (sic) as a patent, thereby converting the 'provisional' 
double patent rejection in the other application into a double patenting rejection at the 
time the one application issues as a patent. " 

This is simply not the case in these applications, and applicants have contorted 
what the MPEP actually says. This section is reproduced below. 
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L > Ncmitasitosy Double VummsJ&qt&mz 

If a ^pawhkwi? rioMaaj€^obvfea^tess-%|>e doubk pacen&jg (ODP) cejedtoa is the 
otuV tejec&cn remain^ in the earlier fi ed of fee twt* pending appHcaSoa^ vv&le the later- 
fkd applicant* i$ rejestable oao&er grounds, the sjatnamer should wgfadraw 
rejecdon aad pertm tfribff-fled appiica&m to issue as. a $a£ s& vMimi a segaofoal 
disdasne* If the GDP rejecStm is the oaly mpcmnxmmsg h tie laser-Sed 
application Wdie &e eas&r-Sied appScaiiotit* reusable on ether groimdi a tsmaa! 
disdasner tcmi be required in &e iater-lkd application before &e rejection can be 

irprovisioaaf OD? rejsc&ma mivw appEcatioas ore? &e ody rej^di&mmn^migm 
Siose appSea&ms* &e s&axriaec should withdraw &e OD? rejecdcTi m the earlier &ed 
application Shersfcy peniMng to application io issue w&hoifc need of a itmmti 
d&damer. A imnsnai disclaimer txust be required m tl^e later-filed application before the 
OD? rejed&ti cat* be %iMfa$m and the ap#ea&oftp emoted to issue, 3fbo& 
applications airs filed on the sane day, shcdd detarafae \\%id\ application 

dahns the bass im^Mon and triad* appHcaaoa daaas &s improvement (added 
1ktiUi®m% He OD? rejec&m m the base appScato can be m&dtara v^titoul a 
tenrina! dkdaimsr, wMe fee ODP re|edkm in the fct^tovsineai app&ca&on camot be 
v\ithdra^vti xsi£ho*£ a termaaai 4&daimer> 

In this instance, the later-filed application, Serial Number 10/726,379 has had no 
examination to date. As such, it has not been determined that "the later-filed application 
is rejectable on other grounds. Even the second paragraph situation of this section of 
the Manual is not equivalent to that posed to be true by applicants. Since an 
obviousness-type double patenting rejection has not been made therein. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan M. Nutter whose telephone number is 571-272- 
1076. The examiner can normally be reached on 9:30 a.m.-6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact tjie Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). « 



Nathan M. Nutter 
Primary Examiner 
Art Unit 1711 
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